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Sir: 

Applicai 
mailed October 30, 
Office Action as no 


The s 
reset or restarted is 
Specifically, in the 
that "This Actioa is 
statement that "THl 
attached hereto. 
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ORGANIZATION 


:ents 


0231 


t respectfully requests that the reply jieriod on the Office Action 
2002, be reset or restarted and that it be corrected to designate the 
final. 


groAnds for requesting that the reply period on the Office Action be 
lat the Office Action contains a defect See MPEP § 710.06. 
)ffice Action Summaiy, page 1 of the Office Action, it is indicated 
lon-final." However, page 5 of the Office Action contains the 
> ACTION IS MADE FINAL." A copy of the Office Action is 
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Clearly tile directly contradictory statements in the Office Action that it is 


both "non-finar* ancj "FINAL" constitute a defect within the purview of MPEP 
§ 710.06. MPEl' § M0,06, entitled "Situations When Reply Period Is Reset or 
Restarted,'* states in't)ertraentpart: 

lere the citation of a reference is incorrect or an Office 
action cOj ^tains some other defect and this error is called to the 
attention! Office within 1 month of the mail date of the action, 
the Office will restart the previously set period for reply to run from 


the date 
the errof 


he error is corrected, if requested to do so by applicant If 
lis broug ht to the attention of the Office within the period 
for rcpl^}!^et in the Office action but more than 1 month after the 


date of tile Office action the Office will set a new period for reply, if 
requested todosobxthe applicant, la substantially equal the time 

in. the reply period . For example, if the error is brought to 


remaintn 


the atten 


ion of the Office 5 weeks after mailing die action, then the 
Office wpuld set a new 2-month period for reply. The new period 
for reply must be at least 1 month and would run from the date the 


error IS 


correctirig the record where there has been an erroneous citation. 


tiere for any reason it becomes necessary to remail any 
PEP § 707. 13), the action should be correspondingly 
is it is the remailing date that establishes the beginning of 
the peri(il for reply. Ex parte Gourtoff, 1924 CD. 153, 329 O.G. 
536(Co4Tn'rPat 1924). 


action (t 
redated. 


(Emphasis added.) 


Applicai; 


WP8.LA:LGA\705 1 5032. 1 


yrrected . See MPEP § 707.05(g) for die manner of 


: is bringing this error to the attention of the Office vwthin the 
three (3) month period for reply set in die Office action, but more than one month after 
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Patent 


action. Applicant requests &at the examiner set a new period for 
equal the time remaining in the reply period, and to quote MPEP 
§ 710.06, "the new jlferiod for reply must be at least L month and would run from the 
date the error is cor ^^ec ted " (Emphasis added.) Hierefore. Applicant requests that die 


reply period on the (t 
examiner corrects th 


In settins 
eliminate the 
the action is properh 
can only be properl> 


a new period for reply, it is incumbent on the patent examiner to 
contraiif^ctory statements in the Office Action and correct it as to whether 
non-final or final. AppHcant respectfully submits that the action 
designated non-final for the following reasons. 


MPEP§ 
Action," states in 


06.07(a), entitled "Final Rejection. When Proper on Second 
pe|tinent part: 

U] ider preset)t practice, second or any subsequent actions on 
the merits shall be final, except where the examiner introduces a new 
groun d af[ rejection that iA neither necessitated b}^ applicant's 


WPS-I j\:IX5A\705 1 5032- 1 


ffice Action be reset for at least one month from the date that the 
Is error. 


amendme nt of the claims nor based on information submitted in an 
ir^ormat hn disclosure statement filed during the period set forth in 
37 CFR \ [97(c) with the fee set forth in 37 CFR L17fp) Where 


infonnatbn is submitted in an information disclosure statement 
during th^ period set forth in 37 CFR 1.97(c) with a fee, the 
examineir may use the information submitted, e.g., a printed 
publicati n or evidence of public use, and make tiie neTct Office 
action fii al Aether or not the claims have been amended, provided 
that no o tier new ground of rejection which was not necessitated by 
amendmi; [it to the claims is introduced by the examiner. See MPEP 
§ 609 paj igraph (B)(2), Furthermore, a ^cond QZ gnQt subsequent 
action on the merits in gn^ application or patent undergoing 
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informati on disclosure statement filed under 37 CE5 1.97M with the 


@007 


PatCTt 


tion proceedings >W// not be made final if it includes a 
on newly cited an other than information submitted in an 


th in 37 CFR L17 ( pi of any claim not amended by 

or patent owner in spite of the fact that other claims may 


have beeh amended to require newly cited art . Where iiifoimation is 
submitte(3 in a reply to a requirement under 37 CFR 1. 105, the 
examinei may NOT make the next Office action relying on that art 
final iinlo 5S all instances of the application of such art are 
necessita^ied by amendment. 


(Emphasis addecL) 

In the OlSce Action mailed October 30, 2003, the examiner rehed on newly 
cited art; U.S. Paten No. 2,036,572 to Frost, to reject claims under 35 U.S.C §§ 102- 
103 that were not an ended by Applicant. The unamended claims that the examiner 
rejected over the ne vly cited Frost patent include claims 1, 2, 4-7 and 12-15, To be 
sure. Applicant ina^' a very minor amendment to independent claim 8, which had the 
^pendent claims 9-11, and the Examiner also rejected these claims 
However, to quote MPEP § 706.07(a), "a second or any 
the merits in any application . . . will not be made final if it 
on newly cited art ... of any claim not amended by arpplicant or 
of the fact that other claims may have been amended to require 


effect of amendiag c! 
Ofver the Frost paten 
subsequent action o 
includes a rejection, 
patent owner in spit 


newly cited art .'' (E'lriphasis added.) 


Although. 


independent claim i 
above quoted 
October 30, 2002, c 
where Applicant ma i 


WPJULA;LCA\7051 5032. 1 


Applicant disputes whether the minor amendment made to 
and hence dependent claims 9-11, required newly cited art, the 
statentfent fi:om MPEP § 706,07 mandates that the Office Action mailed 
juld not properly have been made final under the circumstances 
e no amendment to claims 1, 2, 4-7 or 12-J5. Accordingly, 
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at the examiner correct ibis procedural error and designate the 
£[ial when he resets the reply period and remails the Office Action 
§ 710.06. 


Street, 


333 South Hope 
Los Angeles, 
Telephone: (213)6 
Facsimile: (213)62 


48th Floor 
Calif oihia 90071 
7-1780 
1398 
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Respectfully submitted, 
SHEPPARD, MULLIN, RICHTER & 


TON LLP 
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Office Action Sun 

mary 

Application No. 
107004,511 

Appltcant(s) / 
MORRIS. SHANNON (Jfl 

Examiner 
Luan K. Bui 

Art Unit 
372$ 



— Tho MAILING DATE oftH^^ communie9fion appears on the cover sheet wfth the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY ^|ERIOD FOR REPLY 1$ SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

Extensions of dme may bo dvailaDte undel the provisions of 37 CFR l.l36(aX 1" no svont. hdv,/dver. iriay a reply bs fimely Bod 
after SIX (6) momthS from ihe mailing <^ of this communlcatloa 
. If the period for repty Spedfled above is Jel- ^ than thirty (SO) days. 9 repty wiinin Ihe statutory mfnimiifn of thhly (30) days wiU be oonsidafBd Gmely. 
. If NO perfod ior repty is specified abowe, li e m^idmum statutory period apply and wiO Cxptro SIX (6) MONTHS from tha mailing date of this oomniMnlcatloo. 

' i ^riod for reply swtli, by Statute, cause the appTcatien to become ABANDONED (35 U.S.C. § 1 33). 
ires months after the mailing date of Ihrs oommunicatlon. even if timdy Ssd. may rsduca any 
%1.70d(b). 


4)S Cl3im(s) 1-20 is/are pencf 
4a) Of the above cldim(8) 


- FalUire to /eplywiihin me set or extended 

- Any reply received by the Office bter than 
earned patent tenntt adjustment See 37 0' 

Status 

1 )EI Responsive to communi 

2a)n This action Is FINAL. 

3)Q Since this application Is i'l condition for allowance except for formaJ matters, prosecution as to the merits Is 
dosed in accordance wif} the practice under Ex pa/te Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims j 


::{atlonfe^ filed on 09 September 2002 . . 

2b)^ This action is non-final. 


ng in the application. 
is/are withdrawn from consideration. 


5) n Claim(s) Is/are aWck/ed. 

6) E1 Clalm(s) is/are reieckd 

Claim(s)_ 
8)a Claim(s)_ 


.is/are objected to. 

. are subjej.^ to restriction and/or election requirement 


Application Papers 

9)n The specification is object^jj to by the Examiner. 

10)D The drawing(s) filed on 

Applicant may not request 


is/are: a)D accepted or b}^ objected to by the Examiner, 
hat any objection to the drawing(s} be held in abeyance. See 37 CFR 1 .85(a). 


1 1) 11] The proposed drawing corisction filed on is: b)\Z\ approved b)n disapproved by the Examiner. 

If approved, corrected draWi igs are required in reply to this Office action. 

12) 0 The oath or declaration is ^ ejected to by the Examiner. 
Priority under 35 U.S.C. §§119 ar^l 120 

13) 0 Aclcnowledgment is madelpf a claim for foreign priority under 35 U.S.C. § 1 19(a)-<d) or (0. 


a)nAii b)n Some*c)n 


1 Certified copies of t ' e priority documents have been received. 


2.D Certified copies of t 


e priority documents have been received in Application No. 


3.D Copies of the certrfi 5d copies of the priority documents have been received in this National Stage 


application frorr 


14)[I] Aclcnowiedgment is made o 
a) □ The translation of the 


1 ) 13 Notice of Refer ances Cited (PTOa$2) 

2) □ Notice of Dreftsperson's Patent Drawlr i Rcvlev/ (PTO-943} 

3) □ Ififbrmation Disclosufe Sialement(5) if " rO-1449) Paper No(s) _ 


4one of: 


the International Bureau (PCT Rule 17.2(a)). 


See the attached detailed C Tice action for a list of the certified copies not received. 


a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisionai application). 

oreign language provisional application has been received. 
15)13 Acknowledgment is made ^ a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attacliment(s) 


4) O Irtterview Surrvnary (PTO-413) Paper No(6). . 

5) □ Notice of Infonmal Patent Appficafion (Fro-152) 

6) □ Other 


U^. Pmfftt and Trademark Office 
PTO-32e (Rev. 04-01) 


Office Action Summary 
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Art Unit 3728 


The specilicatioxi .shall 


pertains^ or with which 
ccmtenqilated by die in 

The following is a 


ler: 10/004,511 


(a) 


and process of making 
enable any person skill 
most nearly connected. 


of the process, inachhK 
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Specificatiott 

The following is a[tluotatioa of the first paiagrs^h of 35 U-S.C. 1 12: 


ontain a written description of the invention, and of the manner and process of making 


and using it, m such fu 1 clear, concise, and exact terms as to enable any pcison skilled in Ihe art to which it 


1 1 is most nearly connected, to make and use the same and shall set forth the best mode 
mtor of carrying out his invention. 

luotationof37 CTR 1.71(aHc): 


TTie specificalJon must include a written description of the invention or discovery and of the manner 


md using the same, and is required to be in such full, clear, oancisCi and exact terms as to 
|i in the art or science to which the invention or discovery appertains, or with which it is 
to make and use the same. 

f! 

(b) The spccificaj: on must set forth the precise invention for which a patent is soHcitcd, in such manner as 
to distinguish it fh)m o 'ler inventions and from what is old. Il must describe completely a specific embodiment 
! manufacture, composition of matter or improvement m vented, and must explain the 


mode of operation or pj-mciple whenever applicable. The best mode contemplated by the inventor of carrymg 


out his invention must 

(c) £a the ea.sc of 
process, machine, mani 
should be confined to iti 
necessary to a contplete 

The specification 


set forth. 

In improvement, the specification must particularly point out the part or parts of the 
Tacture, or composition of matter to which the improvement relates, and tiie description 
^ spectre improvement and to such parts as necessarily cooperate with it or as may be 
understanding or description of it 


follows: "glass, cardboara 
specification as originally 
specification as originally 
channel 20' in a spiral cor 


objected to under 37 CFR 1.71, as the specification, as originally 
filed, does not provide sid [port for the new matter on pages 3 and 4 of the amendment and Figure 
5 filed on 9/9/2002. The ^.aded material which is not supported by the original disclosure is as 

' on page 3 and "or more" on page 4 or the amendment because the 
filed does not provide support for such phrases. Furthermore, the 
lied does not provide support for the starting point of a continuous 
iguration centered about a knob 28' and the ending point near the 
edge of the organizer Jis si own in Figure 5. The starting point of the continuous channel may be 
located next to the knob ai^l the ending point does not has to be near the edge of the organizer 
(see Figures 1 -4). Applied it is required to cancel the new matter in reply in this office action. 
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3. Claims 1-20 are 
the objection to the speci 


r ^ected under 35 USC 1 12, first paragr^h, for the reasons set forth in 

I 

jcation. 


4. The proposed 
on 9/9/2002 have bcea 
CFR 1.121(a)(6) states th 
application. The original 
continuous channel 20' ir 
near the edge of the orgai 
may be located next to thi 
organizer (see Figureji 1-^ 


5 . The terminal disci 
granted on this applicatio» 
6,334,530 has been rcvie\ 


The preamble in c 
court's instruction in Kroj 


SMRH LOS ANGELES 


@012 


Page 3 


Drawings 

draffing correction and/or the proposed substitute sheets of drawings, filed 
di ^Japproved because they introduce new matter into the drawings. 37 
t no am^dm^t may introduce new matter into the disclosure of an 
ilisclosure does not support the showing of the starting point of a 
a spiral configuration centered about a knob 28' and the ending point 
zer as shown in Figure 5. The starting point of the continuous channel 
knob and the ending point does not has to be near the edge of the 


Terminal Disclaimer 

timer filed on 9/9/2002 disclaiming the terminal portion of any patent 
which would extend beyond the expiration date of the U.S. Patent No. 
ed and is accepted. The terminal disclauner has been recorded. 


i urns 1 , S and 12 have been accorded no weight in accordance with the 
X V, Robic, 187F.2d 150, 152, 88 USPQ 478 (CCPA 1951). 
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(b) ihe invention was 
sale in tbis country, m<A< i 


)en 10/004.511 


snted or descnbed in a printed publication in this or a foreign country or in public use or on 
than one year prior to the dale of application for patent in the United States. 


6. Claims 1, 2, 7-9 a 
Gnisin (5,040,681), Grui 
upper surface and a lowe ' 
least two compartments ( 
body wifli each compartn'i^nt 
recess in the lower surfec 
least one finger ring overMhe 


7. Claims 1-15 are It 
under 35 U.S.C. 1030i) ai 
comprising a body (1) ha' 
upwardly from the upper 
surfece of the body with 
with separating walls (5, 
the body. The knob of Fr 
knob and the recess aiid t) 
configuration (Figures 1-: 
would have been obvious 
made in view of Frost to 


d 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
n discloses a cover/organizer (1 8) comprising a body (32) having an 
surface, a knob (50) protrading upwardly from the upper surlace. at 
4, one on each side of the knob) fonned in the upper surface of the 
defined as an elongated channel on each side of the knob, and a 
of the body. The knob of Grusin is inherently capable of receiving at 
knob (Figures 1-5). 
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Claim Rejections - 35 USC§ 102 


Claun Rejections - 35 USC § 103 
ected under 35 U.S.C 102(b) as anticipated by or, in the alternative, 
obvious over Frost (2,036,572). Frost discloses an organizer (16) 
ing an upper siuface and a lower sinl^ce, a knob (4) protruding 
urface, at least two compartments (10, 1 1, 14, 15) formed in the upper 
^ich compartment defined as an elongated channel around of the knob 
12) between the compartments, and a recess in the lower surface of 
St is inherently capable of receiving at least one finger ring over the 
^ knob of Frost are capable of providing a means for a stackablc 

To the extent that Frost fails to disclose a stackable configuration, it 
o one having ordinary skill in the art at the time the invention was 
^?iack a plurality of organizer together in a package for selling purposes 
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Application/Control Nunflkn 10/004,511 
Alt Unit: 3728 


since Frost is clearly disc 
configuration. 


i >$es a means such as the knob (4) with the recess of stackable 


> argun]:^nts 


The claims of the 
issued patent 


Applicant's 

deemed to be moot in vieff of the new grounds of rejection 


istant patent application are much broader then the claims in the 


Applicant's 
OfiQce action. According] 
Applicant is reminded of T 


amencfpent necessitated the new ground(s) of rejection presented in this 
, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
le extension of time policy as set forth in 37 CFR 1 .136(a). 


A shortened statutf] 
MONTHS from the 
MONTHS of the mailing 
the end of the THREE 
will expire on the date the 
CFR 1.136(a) will be calc 


Pages 


Response to Arguments 
with respect to all pending claims have been considered but are 


The recesses on i^h side of (he knob are considered sq>arate compartments because they 
are separated by the knob 

I 


ry period for rq)ly to this final action is set to expire THREE 
roailLff^g date of this action. In the event a first reply is filed within TWO 

ate of this final action and the advisory action is not mailed until after 
MONTH shortened statutory period, then the shortened statutory period 
^visory action is mailed, and any extension fee pursuant to 37 
lated fix>m the mailing date of the advisory action. In no event. 
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however, will the statutor 
final action. 


Any inquiry concq'imng 
examiner should be 
receiving this Office 
the record for example 
for copies of such papers 


Conclusion 

this coiDTnuxiication or earlier communications from the 
directlid to Luan K. Bm whose telephone number is (703) 305-586L If in 
Actif Jo, it is apparent to Applicant that certain documents are missing from 
of references cited, form PTO-1449. forai PTO-892, etc., requests 
hould be directed to TC 3700 Customer Service at (703) 306-5648. 


coiies 


Any inquiry of a 
directed to the Group 
correspondence for this a] 
Formal papers and (703) 


^neral nature or relating to the' status of this application should be 
recc ptionist whose telephone number is (703) 308-1 148. Facsimile 
.]iUcation should be sent to (703) 305-3580 or (703) 872-9302 for 
W 72-9303 for After Final communications- 


Ikb 

October 28, 2002 
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period for reply expire later than SDC MONTHS fiom the date of this 


1^ 


Luan K. Bui 
Primary Examiner 
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